Applicant : Kaufman, et al. Attorney's Docket No.: 23328-015003 

Serial No. : 10/068,133 

Filed : February 5, 2002 

Page : 9 of 12 



REMARKS 

This preliminary amendment accompanies a Request for Continued Examination. 

Claims 33-34, 42-43, 46, 48-49, 54-56, 59-70 and 72-86 and 87 are pending. Claims 83- 
87 are new. In the previous Office action, which was mailed on September 19, 2007, claim 82 
was withdrawn from consideration for being directed to a non-elected invention. 

In the previous Office action, claims 33-34, 42-43, 46, 48-49, 54-56, 59-70 and 80-81 
were rejected under 35 U.S.C. § 103(a) as unpatentable over U.S. Patent No. 5,845,639 
(Hochman) in view of U.S. Patent No. 6,241,662 (Richards-Kortum). Applicants disagree with 
those rejections. 

The Hochman patent discloses an optical imaging method in which a video camera is 
used, primarily during surgery, to obtain a video signal of a tissue. In one example, an 
intravenous dye is injected to help distinguish tumor tissue from normal tissue. The method 
includes either mechanical or computational means of compensating for small movements in the 
tissue during the imaging process. See col. 17, lines 17-40. The computational means include 
using functional control points and triangulation-type algorithms and/or "image warping" 
techniques whereby each subsequent image is registered geometrically to an averaged control 
image. The Office action asserts that, in Hochman, spectral data is obtained by the eye of a user 
who is viewing the video signal. 

The Richards-Kortum patent discloses using an imaging spectrograph to detect tissue 
abnormality. See col. 3, line 67-col. 4, line 2. In view of that disclosure, the Office action 
asserts that it would have been obvious to add a spectrometer to Hochman 's imaging 
arrangement and that doing so would have resulted in the claimed subject matter. Applicants 
respectfully disagree. 

First, a person of ordinary skill would have had no reason to modify the Hochman patent 
in the manner asserted. The Hochman patent is directed to techniques used primarily during 
surgery (see col. 4, lines 51-67) to characterize tumor tissue by visually observing different dye 
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uptake kinetics and changes in light absorption patterns in tumor tissue as compared to normal 
tissue. See col. 5, lines 15-39. Since changes in dye uptake kinetics and light absorption patterns 
would be readily visible to a surgeon viewing Hochman's video camera screen, it seems highly 
unlikely that a person of ordinary skill would have had any reason to add a spectrometer to 
Hochman's systems. 

The Office action asserts that adding a spectrometer to Hochman's video camera system 
would have provided the advantages of developing clinical screening and diagnostic techniques 
for detecting neoplastic tissue. However, nothing in Hochman suggests that clinical screening 
and diagnostic techniques would have been a desirable addition to the functionality of the 
Hochman systems. Indeed, clinical screening and diagnosis seem to be somewhat inconsistent 
with Hochman's focus on providing intraoperative tumor information. 

Moreover, even if it had been obvious to somehow combine the cited references, which 
Applicants do not concede, the claimed subject matter would not have resulted. Indeed, claim 33 
recites that both the plurality of images and the spectral data are obtained using a single probe. 
An example of those features is shown in FIGS 1 and 2 of the present application, in which 
probe 104 can obtain both images and spectral data. Neither Hochman nor Richards-Kortum, 
alone or in combination, discloses or renders obvious the claimed subject matter. Indeed, even if 
those references somehow were combined, nothing in either reference would have given a person 
of ordinary skill reason to combine image collecting and spectral data collecting functionalities 
into a single probe. 

Claim 33 should be allowable for at least the foregoing reasons. 

Claims 34, 42-43, 46, 48-49, 54-56, 59-70 and 80-81 depend from claim 33 and, 
therefore, should be allowable for at least the same reasons as claim 33. 

In the previous Office action, claims 72-79 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Hochman and Richards-Kortum and further in view of U.S. Patent No. 
5,850,486 (Maas). 
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Claims 72-79 depend from claim 33, which recites that both the plurality of images and 
the spectral data are obtained using a single probe. As discussed above, neither Hochman nor 
Richards-Kortum, alone or in combination, discloses or renders obvious the claimed subject 
matter. Nor does Maas, alone or in combination with Hochman and/or Richards-Kortum, 
disclose or render obvious the claimed subject matter. 

The Maas patent discloses techniques related to registering and aligning a time series of 
images. See col. 3, lines 19-27. These Maas patent mentions, inter-alia, cross-correlating data, 
use of Hamming windows, etc. The Maas patent, however, does not disclose obtaining both a 
plurality of images and spectral data using a single probe, as recited in the claims. Nor does 
Maas otherwise provide any reason why a person of ordinary skill would have modified the cited 
references to obtain the claimed subject matter. Nor does the Office action otherwise make any 
assertions to the contrary. 

Claims 72-79 should be allowable for at least the foregoing reasons. 

New claims 83-87 also are allowable. 

Support for new claims 83-87 can be found, for example, in the previously-pending 
claims. No new matter has been added. 

New independent claims 83 and 87 recite subject matter similar to the subject matter of 
claim 33. New claims 83 and 87, therefore, should be allowable for at least the same reasons as 
claim 33. 

New claims 84-86 depend from claim 83 and, therefore, should be allowable for at least 
the same reasons as claim 83. 

It is believed that all of the pending claims have been addressed. However, the absence 
of a reply to a specific rejection, issue or comment does not signify agreement with or 
concession of that rejection, issue or comment. In addition, because the arguments made above 
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may not be exhaustive, there may be reasons for patentability of any or all pending claims (or 
other claims) that have not been expressed. Finally, nothing in this paper should be construed as 
an intent to concede any issue with regard to any claim, except as specifically stated in this 
paper, and the amendment of any claim does not necessarily signify concession of 
unpatentability of the claim prior to its amendment. 

Applicant asks that all claims be examined in view of the amendment to the claims. 

Enclosed is a Petition for Extension of Time. The petition fee in the amount of $60.00, 
the Request for Continued Examination fee of $405.00 and the excess claim fee of $230.00 is 
being paid concurrently herewith on the Electronic Filing System (EFS) by way of Deposit 
Account Authorization. Please apply any other charges or credits to deposit account 06-1050. 
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